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DETAILED ACTION 
Drawings 

1 . The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore the maintenance 
position wherein all of the housing is above the water line (claims 5 and 17), the 
substantially horizontal position (claim 6), the propeller shaft above the waterline (claim 
7 and 21), the stern drive completely above the waterline (claim 8), the bellows 
enclosing the gear set and u-joint (claim 10), and the cooling system connected to the 
engine and the water pump connected to the cooling system (claim 14) must be shown 
or the feature(s) canceled from the claim(s). No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1 .121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
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the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claim 10 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. 
The disclosure does not enable "a bellows enclosing the first set of gears and the 
universal joint". The specification discloses a bellows (pg 9) and figure 2 only 
schematically shows it. A bellows that encloses a u-joint is well known and common. A 
bellows that encloses both a u-joint and a gear set is not commonly seen in the art. 
There is not sufficient description of how the bellows encloses both and still remains 
operative (i.e. doesn't get snagged in the moving parts.) 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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5. Claims 19-21 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

6. Claim 1 9 is written to depend from claim 1 9. This renders the claim indefinite. 
Claim 21 depends from claim 19 and is indefinite for the same reason. It will be 
assumed that claim 19 depends from claim 17. 

7. Claim 20 recites "the actuator". This recitation lacks antecedent basis in the 
claims. It will be assumed that claim 20 depends from claim 19 where the actuator is 
positively recited. 

Double Patenting 

8. A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101 ) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 


Application/Control Number: 10/800,276 Page 5 

Art Unit: 3617 

9. Claims 1-16 are provisionally rejected under 35 U.S.C. 101 as claiming the same 
invention as that of claims 16-31 of copending Application No. 10/826,590. This is a 
provisional double patenting rejection since the conflicting claims have not in fact been 
patented. 

Claim Rejections - 35 USC § 102 

10. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

1 1 . Claims 22-24 are rejected under 35 U.S.C. 1 02(b) as being anticipated by Hall et 
al. (US 4,373,921 ). Regarding claim 22, Hall shows a drive for a boat. The drive 
comprises a vertical shaft (26), propeller shaft (17), and housing (14, 19, 20, 151). 
Transom bracket (131 ) is the mounting plate. The housing is indirectly connected to the 
mounting plate. The housing encloses the vertical shaft. Actuator (171 ) is connected to 
the swivel bracket portion (1 51 ) of the housing. The actuator is spaced apart from the 
mounting plate (131). 

12. It is noted that the claim 22 recites "An improved stern drive ... the stern drive 
comprising:". This recitation is in the preamble. The recitation "stern drive" has not 
been given patentable weight because the recitation occurs in the preamble. A 
preamble is generally not accorded any patentable weight where it merely recites the 
purpose of a process or the intended use of a structure, and where the body of the 
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claim does not depend on the preamble for completeness but, instead, the process 
steps or structural limitations are able to stand alone. See In re Hirao, 535 F.2d 67, 190 
USPQ 15 (CCPA 1976) and Kropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 
(CCPA 1951 ). Furthermore, even if the recitation is given weight, Hall shows a drive at 
the stern of the boat. 

13. Claim 23, the swivel bracket (151) portion of the housing constitutes a cantilever 
member. It has one end fixed to the other portions of the housing, and one free end 
that is connected to pin (155). 

14. Claim 24, the actuator is attached to the swivel bracket. 


Claim Rejections - 35 USC § 103 

15. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

16. Claims 1 , 2, 9, and 13 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Brodbeck et al. (US 5,340,345) in view of Kiekhaefer et al. (US 
3,136,281). Regarding claim 1, Brodbeck shows a marine vessel with a hull and 
transom. An engine is within the hull. A stern drive is attached to the transom. A 
waterline is shown at (112). Brodbeck discloses but does not show a drive shaft in 
housing (110) (column 3, lines 35-48). The drive shaft in the housing (110) necessarily 
passes through the transom above the waterline, as shown in figure 1 . Brodbeck 
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discloses but does not show gears and shafts in the stern drive (column 3, lines 35-48). 
Brodbeck does not specifically show a vertical shaft and propeller shaft. Kiekhaefer 
shows a stern drive attached to a transom. A drive shaft passes through the transom 
and drives a vertical shaft (27), and a propeller shaft (24) that are disposed within a 
housing (20). The propeller shaft extends out of the housing where the propeller is 
attached. Therefore it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify Brodbeck by using the vertical shaft and 
propeller shaft arrangement shown by Kiekhaefer. The motivation would be to use what 
is common in the art for the unspecified elements of Brodbeck. 

17. Claim 2, Brodbeck and Kiekhaefer both show a mounting plate attached to the 
transom. Brodbeck shows the mounting plate attached above the waterline. 

1 8. Claim 9, Kiekhaefer shows a universal joint and gear set. 

1 9. Claim 1 3, Brodbeck discloses but does not show any shafting. Kiekhaefer shows 
an inboard engine with an engine shaft that is coaxially connected to a drive shaft that 
passes through the transom. Therefore it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to modify Brodbeck by using 
the engine shaft and drive shaft arrangement shown by Kiekhaefer. The motivation 
would be to use what is common in the art for the unspecified elements of Brodbeck. 

20. Claims 3-8 and 1 7-21 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Brodbeck in view of Kiekhaefer as applied to claim 1 above, and further in view of 
Ackerman (US 3,256,851). Brodbeck does not disclose an actuator. Ackerman shows 
a marine vessel with a stern drive attached to the transom. Ackerman shows an 
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actuator (87) that is disposed between the housing of the stern drive and the transom. 
The actuator provides the commonly known tilting of the stern drive. It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
further modify Brodbeck by using the actuator shown by Ackerman. The motivation 
would be to provide a tilting function for the stern drive. 

21 . Claim 4, the structural arms (38) are cantilever members. 

22. Claim 5, the housing can be moved to a position below the waterline. The 
housing can also be moved to a position where it is generally coaxial with the shaft that 
passes through the transom. On Brodbeck this would result in the housing being above 
the waterline. 

23. Claim 6, the housing can be moved between vertical and horizontal (fig 1). 

24. Claim 7, the housing can also be moved to a position where it is generally coaxial 
with the shaft that passes through the transom. On Brodbeck this would result in the 
propeller shaft being above the waterline. 

25. Claim 8, the housing can also be moved to a position where it is generally coaxial 
with the shaft that passes through the transom. On Brodbeck this would result in the 
stern drive being above the waterline. 

26. Regarding claims 17-21 , Brodbeck in view of Kiekhaefer and further in view of. 
Ackerman does not explicitly disclose the recited method steps. The method steps, 
however, are inherent in the making and use of the modified Brodbeck apparatus. 
Therefore it would have been obvious to one having ordinary skill in the art at the time 
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the invention was made to devise the recited method steps. The motivation would be to 
make and use the modified invention of Brodbeck. 

27. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Brodbeck in view of Kiekhaefer as applied to claim 9 above, and further in view of Hosoi 
(US 5,647,780). Kiekhaefer shows a bellows that covers the u-joint. Kiekhaefer does 
not show that the bellows covers both the u-joint and a gear set. Hosoi shows a bellows 
(38) that covers both a u-joint and a gear set. It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to further modify Brodbeck by 
the bellows shown by Hosoi. The motivation would be to provide enhanced water 
resistance for the internal parts of the transmission. 

28. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Brodbeck in view of Kiekhaefer as applied to claim 1 above, and further in view of Clerk 
(US 2,905,133). Brodbeck does not disclose pulleys and a belt between the engine and 
the upper driveshaft. Clerk shows discloses an engine disposed within a hull and a 
stern drive outside the hull. The engine has an output shaft that is connected to first 
pulley (44). Second pulley (45) is connected to the upper drive shaft. Belt (46) 
connects the two pulleys. It would have been obvious to one having ordinary skill in the 
art at the time the invention was made to further modify Brodbeck by pulleys and belt 
shown by Clerk. The motivation would be to attach the engine to the upper drive shaft 
in a way that is known in the art. 

29. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Brodbeck in view of Kiekhaefer as applied to claim 1 above, and further in view of Ford 
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(US 4,713,029). Brodbeck does not disclose a cooling system for the engine. It is well 
known and common to provide water cooling for marine engines. Ford shows an 
engine disposed within a hull. The engine has a cooling system, water pump (106), and 
water inlet (110) that is disposed through the hull. It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to further modify 
Brodbeck by using the cooling system shown by Ford. The motivation would be to 
provide water cooling for the engine to prevent overheating. 

30. Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Brodbeck in view of Kiekhaefer as applied to claim 1 above, and further in view of 
Griffiths et al. (US 6,299,496). Brodbeck does not disclose an exhaust system. Griffiths 
shows an engine within a hull. The engine has an exhaust conduit that terminates at 
the transom. It would have been obvious to one having ordinary skill in the art at the 
time the invention was made to further modify Brodbeck by using the exhaust system 
shown by Griffiths. The motivation would be to remove harmful and noxious exhaust 
from the hull interior. 

31 . Claim 1 6 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Brodbeck in view of Kiekhaefer and Griffiths as applied to claim 15 above, and further in 
view of Bland et al. (US 6,406,344). Brodbeck does not disclose a muffler. Bland 
shows an engine within a hull. The engine has an exhaust conduit that extends thorugh 
the transom, like that of Griffiths. Bland shows a muffler between the engine and the 
transom. It would have been obvious to one having ordinary skill in the art at the time 
the invention was made to further modify Brodbeck by using the muffler shown by 
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Bland. The motivation would be to attenuate noise of the exhaust system to make the 
ride more comfortable for users and to comply with noise regulations. 

32. Claims 22 and 25 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hall (US 4,373,921) in view of Evinrude (http://gov.evinrude.com/175MX.html). 
Hall contains the element of claim 22. Hall does not disclose the length of the vertical 
shaft. One wishing to make and use the Hall apparatus would necessarily have to 
provide a vertical shaft. Twenty and twenty-five inch shafts are well known and 
common in the art. Evinrude shows an outboard motor with a twenty-five inch shaft. It 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to modify Hall by using a twenty-five inch vertical shaft as taught by 
Evinrude. The motivation would be to use a shaft length that is known in the art for the 
missing element of Hall. 

Conclusion 

33. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Chamberlain ('656) shows a stern drive with through transom 
shaft, vertical shaft, propeller shaft, housing, mounting plate, actuator, wherein the 
housing has a range of motion that includes vertical and horizontal. Newman ('414) 
shows a marine drive with a vertical shaft, propeller shaft, housing, mounting plate, and 
actuator, wherein the actuator is connected to the housing and is connected to the 
transom at a location spaced from the mounting plate. 
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34. Any inquiry concerning this communication should be directed to examiner 
Andrew D. Wright at telephone number (703) 308-6841 . The examiner can normally be 
reached Monday-Friday from 9:00 - 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, S. Joe Morano, can be reached at (703) 308-0230. The fax number for 
official communications is 703-872-9306. The fax number directly to the examiner for 
unofficial communications is 703-746-3548. 

The examiner and his supervisor are relocating to the new Office campus in 
Alexandria, VA, on or around April 1 1 , 2005. Telephone calls to the examiner and/or 
examiner's supervisor after that date should be directed as follows. The examiner's 
new telephone will be (571 ) 272-6690. The examiner's fax number for unofficial 
communications will be (571 ) 273-6690. The supervisor's new telephone number will 
be (571)272-6684. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Andrew D. Wright 
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